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DETAILED ACTION 

1 . Claims 1 -34 are subject to examination. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
08/30/2005 has been entered. 

Response to Arguments 

3. Applicant's arguments with respect to claims 1-34 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless -. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1 , 3-8, 15-22 and 29-34 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Williams (US 5,057,935). 

Referring to claim 1, 
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Williams teaches a method for selectively applying a delivery notification option to an 
email (Abstract) comprising: 

listing email addresses (Fig. 2); 

selecting a plurality of said email addresses in the course of composing an 
email message (col. 1, line 58-63, Abstract) 

maintaining a first list for a first type of delivery notification option (Fig. 2, element 
46) and a second list for a second type of delivery notification option (Fig. 2, element 42 
and 44); 

selectively applying the delivery notification option to one or more, but not all, of 
said plurality of email addresses; (Abstract, "In a preferred embodiment of the present 
invention, a document may be transmitted to a plurality of recipients and the originator 
may be permitted to require confirmation of the identity of the actual recipient for only 
selected ones of that plurality of recipients .") 

moving each of the one or more email addresses with a delivery notification 
option applied to it into the first list, second list, or both lists corresponding to the 
selected delivery notification option; and sending the email to said plurality of email 
addresses. .(col. 3, line 66 through col. 4, line 10). 
Referring to claims 3 and 4, 

Williams teaches a method of claim 1, further comprising sending a separate 
email for a group of addresses that have the same delivery notification option 
configuration, and the method of claim 1 , further comprising sending a separate email to 
each address of said plurality of addresses. (Fig. 2, col. 4, line 25-39," Referring again 
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to block 44, in the event the originator of an electronic document has designated the 
document under consideration as a document for which confirmation of the actual 
identity of the recipient is desired, the procedure passes to block 46. Block 46 depicts 
the entering of the document identity and the identity of the intended recipient in a 
status log. Those skilled in the art will appreciate that such status logs provide an 
efficient manner whereby the status of a large number of documents may be 
maintained. Thereafter, as above, block 48 is utilized to illustrate a determination of 
whether or not any additional documents must be processed. In the event the last 
document has been processed, the procedure again terminates, as illustrated in block 
50.") 

Referring to claim 5, 

Williams teaches the method of claim 1, further comprising selectively applying more 
than one delivery notification option to one or more, but not all, of said plurality of email 
addresses, (col. 2, line 16-35,"ln accordance with the method of the present invention, a 
confirmation of delivery status log entry is created upon the transmittal of a document to 
an intended recipient. Thereafter, the data processing system automatically determines 
the identity of the actual recipient of the document and generates a confirmation of 
delivery message which includes an identification of the actual recipient of that 
document. This confirmation of delivery, as well as the identity of the actual recipient, 
may be stored within the confirmation of delivery status log so that the originator of the 
document may, by reference thereto, accurately determine the identity of the actual 
recipient who provoked the confirmation of delivery message. In a preferred 
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embodiment of the present invention, a document may be transmitted to a plurality of 
recipients and the originator may be permitted to require confirmation of the identity of 
the actual recipient for only selected ones of that plurality of recipients.) 
Referring to claims 6 and 7, 

Williams teaches the method of claim 1, further comprising saving a configuration of 
delivery notification option settings that is associated with a first set of addresses, and 
the method of claim 6, further comprising matching a second set of addresses with the 
first set of addresses and automatically setting delivery notification options saved with 
respect to the first set of addresses, (col. 2, line 16-35, Fig. 2) 
Referring to claim 8, 

Williams teaches the method of claim 1,' wherein the delivery notification option is 
selected from the options of delivery confirmation and return receipt. (Abstract). 
Referring to claim 15, 

Claim 15 is a claim to an email system that carries out the method of claim 1 . 
Therefore claim 15 is rejected for the reasons set forth for claim 1 . 
Referring to claim 16, 

Williams teaches the system of claim 15, further comprising means for listing email 
addresses on a computer screen, (col. 5, line 30-39, "As those skilled in the art will 
appreciate upon reference to the foregoing, the method of the present invention permits 
an originator of an electronic document to transmit that document to a plurality of 
recipients, who are identified within an addressee listing. Thereafter, the originator may 
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require confirmation of the actual identity of the recipient who triggered the confirmation 
of delivery message for each of the listed intended recipients.") 
Referring to claims 17 and 18 , 

Claims 17 and 18 are claims to an email system that carries out the method of claims 
3 and 4. Therefore claims 17 and 18 are rejected for the reasons set forth for claims 3 
and 4. 

Referring to claim 19, 

Claim 19 is a claim to an email system that carries out the method of claim 5. 
Therefore claim 19 is rejected for the reasons set forth for claim 5. 
Referring to claims 20 and 21, 

Claims 20 and 21 are claims to an email system that carries out the method of claims 
6 and 7. Therefore claims 20 and 21 are rejected for the reasons set forth for claims 6 
and 7. 

Referring to claim 22, 

Claim 22 is a claim to an email system that carries out the method of claim 8. 
Therefore claim 22 is rejected for the reasons set forth for claim 8. 
Referring to claim 29, 

Williams teaches an email system for selectively applying delivery notification options to 
an email having a plurality of addressees (Abstract), comprising: an email client 
operable to display an address list and to select addressees for an email (col. 5, line 30- 
39,"As those skilled in the art will appreciate upon reference to the foregoing, the 
method of the present invention permits an originator of an electronic document to 
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transmit that document to a plurality of recipients, who are identified within an 
addressee listing. Thereafter, the originator may require confirmation of the actual 
identity of the recipient who triggered the confirmation of delivery message for each of 
the listed intended recipients."); and 

an email server in communication with the email client and connected to a 
network; wherein at least one of the email client and the email server is operable to 
selectively apply a delivery notification option to one or more, but not all, of the 
addressees (Figs. 1, 2 and 3) and 

wherein at least one of the email client and the email server is further operable to 
maintain a first list for a first type of delivery notification option and a second list for a 
second type of delivery notification option; and to move each of the one or more email 
addresses with a delivery notification option applied to it into the first lists second list, or 
both lists corresponding to the selected delivery notification option. (Fig. 2, elements 42, 
44 and 46, col. 3, line 66 through col. 4, line 10). 
Referring to claims 30 and 31, 

Williams teaches the email system of claim 29, wherein one of the email client 
and email server sends a separate email for a group of addressees that have the same 
delivery notification option configuration, and the email system of claim 29, wherein one 
of the email client and email server generates and sends a separate email to each 
addressee. . (Fig. 2, col. 4, line 25-39," Referring again to block 44, in the event the 
originator of an electronic document has designated the document under consideration 
as a document for which confirmation of the actual identity of the recipient is desired, 
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the procedure passes to block 46. Block 46 depicts the entering of the document 
identity and the identity of the intended recipient in a status log. Those skilled in the art 
will appreciate that such status logs provide an efficient manner whereby the status of a 
large number of documents may be maintained. Thereafter, as above, block 48 is 
utilized to illustrate a determination of whether or not any additional documents must be 
processed. In the event the last document has been processed, the procedure again 
terminates, as illustrated in block 50.") 
Referring to claims 32 and 33, 

Williams teaches the email system of claim 29, wherein one of the email client and 
email server saves a configuration of delivery notification option settings that is 
associated with a first set of addressees, and the email system of claim 32, wherein one 
of the email client and email server matches a second set of addressees with the first 
set of addressees and automatically sets delivery notification options saved with respect 
to the first set of addressees, (col. 2, line 16-35, Fig. 2) 
Referring to claim 34, 

Williams teaches the email system of claim 29, wherein the delivery notification options 
comprise delivery confirmation and return receipt. (Abstract). 

Claim Rejections - 35 USC § 103 
6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. Claims 2, 9-14 and 23-28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Williams (US 5,057,935) in view of Gupta (US 2002/0194341 A1) 
Referring to claim 2, 

Williams teaches the method of claim 1, further comprising: selectively applying more 
than one delivery notification option to one or more, but not all, of said plurality of email 
addresses (Abstract," In accordance with the method of the present invention, a 
confirmation of delivery status log entry is created upon the transmittal of a document to 
an intended recipient. Thereafter, the data processing system automatically determines 
the identity of the actual recipient of the document and generates a confirmation of 
delivery message which includes an identification of the actual recipient of that 
document. This confirmation of delivery, as well as the identity of the actual recipient, 
may be stored within the confirmation of delivery status log so that the originator of the 
document may, be reference thereto, accurately determine the identity of the actual 
recipient who provoked the confirmation of delivery message"); 

saving a configuration of delivery notification option settings that is associated 
with a first set of addresses; matching a second set of addresses with the first set of 
addresses and automatically setting delivery notification options saved with respect to 
the first set of addresses(col. 2, line 16-35, Fig. 2); 

selecting the delivery notification option from the options of delivery confirmation 
and return receipt; and sending a separate email to each address of said plurality of 
addresses. (Abstract and (Fig. 2, col. 4, line 25-39," Referring again to block 44, in the 
event the originator of an electronic document has designated the document under 
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consideration as a document for which confirmation of the actual identity of the recipient 
is desired, the procedure passes to block 46. Block 46 depicts the entering of the 
document identity and the identity of the intended recipient in a status log. Those skilled 
in the art will appreciate that such status logs provide an efficient manner whereby the 
status of a large number of documents may be maintained. Thereafter, as above, block 
48 is utilized to illustrate a determination of whether or not any additional documents 
must be processed. In the event the last document has been processed, the procedure 
again terminates, as illustrated in block 50.") 

Although, Williams clearly discloses and elucidates the listing email addresses, 
Williams specifically fails to teach displaying an address book with the listed email 
addresses; setting a flag indicating that more than one address has been chosen; 
displaying an email delivery notification options selection window if said flag is set 
wherein the email delivery notification options selection window permits selection of 
delivery option. 

Gupta teaches the interface in Fig. 5 displaying an address book with the listed 
email addresses; setting a flag indicating that more than one address has been chosen; 
displaying an email delivery notification options selection window if said flag is set 
wherein the email delivery notification options selection window permits selection of 
delivery option. (Page 5, para. [0058] and [0059]," One tab includes selectable options 
through which the user may designate the closing information, stationery, whether to 
use spell check, and the like, with electronic mail messages set to this contact. To 
select the closing information and stationery, the user need only select the virtual "down 
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arrow" button to receive a listing of the possible closing messages and stationeries. 
This listing may include a "none" option as well as a "default" option in addition to 
customized options that have been defined by the user. Moreover, the listing may 
further include an option to generate new closing information for this contact, as will be 
discussed in greater detail hereafter,") 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
of invention was made to use the interface provided by Gupta in order to implement the 
system depicted in the Williams flow charts of Fig. 2 and Fig. 3 since Gupta's interface 
tremendously assist and facilitates selectively applying options to addresses as desired 
by Williams. 
Referring to claim 9, 

Williams teaches a method of selectively applying a delivery notification option to 
addressees in an email (Abstract), comprising: 

maintaining a first list for a first type of delivery notification option (Fig.2, element 
46) and a second list for a second type of delivery notification option (Fig. 2, element 42 
and 44); 

selectively applying delivery notification options to each of the addressees 
(;(Abstract, "In a preferred embodiment of the present invention, a document may be 
transmitted to a plurality of recipients and the originator may be permitted to require 
confirmation of the identity of the actual recipient for only selected ones of that plurality 
of recipients ."): 

moving each of the one or more email addresses with a delivery notification 



Application/Control Number: 09/921 ,659 Page 12 

Art Unit: 2154 

option applied to it into the first list, second lists or both lists corresponding to the 
selected delivery notification option and sending the email. (col. 3, line 66 through col. 4, 
line 10). 

Although, Williams clearly discloses and elucidates the listing email addresses, 
Williams specifically fails to teach displaying an address book; choosing addressees 
from the address book; setting a flag indicating that more than one addressee has been 
chosen; displaying an email delivery options selection window if said flag is set. 

Gupta teaches the interface in Fig. 5 displaying an address book; choosing 
addressees from the address book; setting a flag indicating that more than one 
addressee has been chosen; displaying an email delivery notification options selection 
window if said flag is set. (Page 5, para.[0058] and [0059]," One tab includes selectable 
options through which the user may designate the closing information, stationery, 
whether to use spell check, and the like, with electronic mail messages set to this 
contact. To select the closing information and stationery, the user need only select the 
virtual "down arrow" button to receive a listing of the possible closing messages and 
stationeries. This listing may include a "none" option as well as a "default" option in 
addition to customized options that have been defined by the user. Moreover, the listing 
may further include an option to generate new closing information for this contact, as 
will be discussed in greater detail hereafter.") 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of invention was made to use the interface provided by Gupta in order to 
implement the system depicted in the Williams flow charts of Fig. 2 and Fig. 3 since 
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Gupta's interface tremendously assist and facilitates selectively applying options to 
addresses as desired by Williams. 
Referring to claim 10, 

Williams teaches the method of claim 9, wherein the email delivery notification 
options of at least one of delivery confirmation and return receipt. (Abstract), however 
Williams fails to specifically teach selection window. 

Gupta teaches selection window (Page 5, para. [0058] and [0059]," One tab 
includes selectable options through which the user may designate the closing 
information, stationery, whether to use spell check, and the like, with electronic mail 
messages set to this contact. To select the closing information and stationery, the user 
need only select the virtual "down arrow" button to receive a listing of the possible 
closing messages and stationeries. This listing may include a "none" option as well as 
a "default" option in addition to customized options that have been defined by the user. 
Moreover, the listing may further include an option to generate new closing information 
for this contact, as will be discussed in greater detail hereafter.") 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of invention was made to use the interface provided by Gupta in order to 
implement the system depicted in the Williams flow charts of Fig. 2 and Fig. 3 since 
Gupta's interface tremendously assist and facilitates selectively applying options to 
addresses as desired by Williams. 
Referring to claims 11 and 12, 
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Williams teaches method of claim 9, further comprising sending a separate email for a 
group of addressees that have the same delivery notification option configuration and 
The method of claim 9, further comprising sending a separate email to each addressee. 
(Fig. 2, col. 4, line 25-39," Referring again to block 44, in the event the originator of an 
electronic document has designated the document under consideration as a document 
for which confirmation of the actual identity of the recipient is desired, the procedure 
passes to block 46. Block 46 depicts the entering of the document identity and the 
identity of the intended recipient in a status log. Those skilled in the art will appreciate 
that such status logs provide an efficient manner whereby the status of a large number 
of documents may be maintained. Thereafter, as above, block 48 is utilized to illustrate 
a determination of whether or not any additional documents must be processed. In the 
event the last document has been processed, the procedure again terminates, as 
illustrated in block 50.") 
Referring to claims 13 and 14, 

Williams teaches the method of claim 9, further comprising saving a configuration of 
delivery notification option settings that is associated with a first set of addressees, and 
the method of claim 13, further comprising matching a second set of addressees with 
the first set of addresses and automatically setting delivery notification options saved 
with respect to the first set of addressees, (col. 2, line 16-35,Fig. 2) 
Referring to claim 23, 

Claim 23 is a claim to an email system that carries out the method of claim 9. 
Therefore claim 23 is rejected for the reasons set forth for claim 9. 
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Referring to claim 24, 

Claim 24 is a claim to an email system that carries out the method of claim 10. 
Therefore claim 24 is rejected for the reasons set forth for claim 10. 
Referring to claims 25 and 26, 

Claims 25 and 26 are claims to an email system that carries out the method of claims 
1 1 and 12. Therefore claims 25 and 26 are rejected for the reasons set forth for claims 
11 and 12. 

Referring to claims 27 and 28, 

Claims 27 and 28 are claims to an email system that carries out the method of claims - 
1 3 and 14. Therefore claims 27 and 28 are rejected for the reasons set forth for claims 
13 and 14. 

Conclusion 

Examiner's note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings of the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant in preparing responses, 
to fully consider the references in entirety as potentially teaching all or part of the 
claimed invention, as well as the context of the passage as taught by the prior art or 
disclosed by the Examiner. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ashok B. Patel whose telephone number is (571) 272- 
3972. The examiner can normally be reached on 8:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John A. Follansbee can be reached on (571) 272-3964. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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